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NATURE OF CONVEYANCE:

ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL

CONVEYING PARTY DATA

| Name

Formerly

|| Execution Date ||

Entity Type

|Horiba Jobin Yvon Inc.

|

0270112011

|[corRPORATION: DELAWARE |

RECEIVING PARTY DATA

|Name:

|IMSI Holdings, LLC

|Street Address:

”203 Norcross Avenue

lcity:

HMetuchen

|State/Country:

|INEW JERSEY

|Posta| Code:

ll08840

|Entity Type:

||LLIMITED LIABILITY COMPANY: DELAWARE

PROPERTY NUMBERS Total: 1

Property Type

Number

Word Mark

Registration Number:

1312902

SPEX

CORRESPONDENCE DATA

Fax Number:
Phone:
Email:

via US Mail.
Correspondent Name:
Address Line 1:
Address Line 2:
Address Line 4:

(732)636-4550
7326364500
mgilman@gilmanpergament.com
Correspondence will be sent fo the e-mail address first; if that is unsuccessful, it will be sent

Michael R. Gilman

Gilman Pergament LLP, 1480 Route 9 North
Suite 204
Woodbridge, NEW JERSEY 07095

ATTORNEY DOCKET NUMBER:

824-001TM

NAME OF SUBMITTER:

Michael R. Gilman

Signature:

/Michael R. Gilman/
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Trademarlk Assignment & License Agreement

~ This Tradenrark ‘Assignﬁient & License Agrégment is made and entered into the effective on

. February. 1st, 2011 (“Effécﬁ}?e.])'ate”)', by and between: - S : .

(Iy MSI Holdings, LLC, a limjted liability company organized and existing undet the laws of
Delaware, and having ifs prineipal office at 203 Notcross Avenue, Metuchién, New Jersey
08840 (hereinafter deemed to inclide its affiliates and collectively galled' “Certiprep”), and

(2) HORIBA Jobin Yvon Inc,; & cb@oraﬁou. organj:zed-_and" existing under the laws of Delaware,
and having its office at 3880 Park Aveue, Edison, New Jersey 08820 (hercinafter deemed to
include its'parents and e;fﬁliates and collectively called “HORIBA™), - -

Cértipx‘ep and HORIBA are hereinafter individually referfed_— fo as a ‘-‘P'é_lrty”. and jointly as

ip artit?;_s” : - - o

WITNESSETH:

' > REAS’ Certiptep is eti‘g:ag’éq; in the develépmenf, manufacture, distribution and sale of
jiorganic and drganic compounds, chemical standards, and certified reference materials used to
calibrate scientific ibstruments (*Chemical Standards Business”) and sample preparation
dévices (“Sample Preparation Business”) (collectively “Certiprep’s Business”);

WHEREAS,HOR]BA is eng_éged in the development, manufactue, distribution and sale of
Spectroscopy 'instramentation and analysis equipment and Forensics equipment and related
' consumablés(?_“lx_istru;j;ént‘s; Business”); ' S ' -

WHEREAS; TIORIBA owhs all tight, title, and interest in and t6 the mark SPEX (“Fradeinark)
in various countries as set forth in Exhibit A; : :

. WHERBAS; HORIBA now desiies to coivey, transfer, assign, deliver, and’ contribute 1o

Certiprep any and all of its right, title and interest in atid to the Tradematk; and

" Initials. from both Parties; % -
. EPOI/ 64753672
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: NOW THEREFORE, in considéxation of the foregoing paragrapbs, Certiprep and HORIBA
agreo as follows: SR T o o

L. Assignment.-

‘1.1 - HORIBA hereby assigns to Certiprep any and all right, title, and interestin and to
the Trademark, together with (1). goodwill of the business embodied in ‘the Ttademark of
_ Certipicpy’s Business; (2) income, royaltics, and damages that bécome due or payable with
. yespect fo the Trademark of Cerliprep’s Busiriess, including damages and payments for past or
future infringements and misapproptiations of the Tradeniark of Certiprep’s Business; and (3)
rights to sue for future infringements ox misappiopriations of the Trademark of Certiprep’s
Business. - '

14 Immediately é_ﬁe;r?the_ ‘eXﬁ?.GuI,iQD: of this Ag_regaménf, Certiprep, af the expenss of
Certiprep and on its own initjative, shall take all necessary procedures to assign and change the
owner’s name of the Trademark from HORIBA to Cettiprep.

1.5 HORIBA shall execute all documents, papers, forms, atid authorizations and take
all action upon.Certiprep’s request that may be necessary. for- securing, completing, or vesting in
Certiprep full right, title, and interest in the Trademark, provided, however, that for avoidance of
doubt, Certiprep shall be tesponsible for taking all necessaty procedures to assign and change the
ownet’s name of the Trademark including its expenses. © -

Initials from both Pérties: ./ A _j 209 ,
o S . ERDI/G4753672
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4. Mainfe.nﬁm:ei ‘
41 Ceitiprep agrees to take all actions néécssa-1fy to keep. the Trademark m foree in
the various countrics set forth in Exhibit A, at its carc and expense, in particular to promptly pay

" all maintenance fees dug for the maintenatice of the Trademark.

42  Tnthe event that Ceiﬁp;épﬁitlﬂn its sole judg:mé‘nt and, discretion determines that

" maintenance of the Trademark in a particular country is not economically viable or” otherwise

feasible,. Certiprep shall promptly noti_fy'HOR-_lBA_ ‘of Certiprep’s infention to abandon such
Tradema{k and shall make the offer set forth in Section 4.3. '

43  Should Certiprep desire to abandon use of the Trademark of desire to allow an
application or registration for the Trademark to lapse in any counfry or teiritory, Certiprep shall
offer HORIBA the right to obtain ownership of the Trademark at no-cost, provided that HORIBA
shall bear any expensés associated with the assignment, prosecution and maintenance of the
“Trademiark, If HORIBA' does niot accept such offér, Certiprep may abandon the trademark or
allow the registration for the Trademark to lapse.

5. ‘Representations and Warranties
" Each Party represents and warrants that;

. (a) - it has full right, power and authority to: enter into. this Agreement and to
perform its. obligations ‘and. duties’ under this Agreement, and that the performance of such
obligations and duties does not and will not conflict with or result in a breach of any other

agreements of such party or any judgment, order or decree by which such party is bound;
o (b) - it has not owned and does not own any pending or régisteljed_ trademark
including, but not limited to, the Trademark or the similar trademark registration of the
Trademark which. may conflict with this Agieement, exeept for a certain BEuropean trademark
application made by Certiprep with the knowledge and consent, of HORIBA; '

| " (& it has not granted and will not grant any securify interest, option, lien,
license or encumbrance of any nature with respect to thie Trademark which would conflict with
-the Trademark; ' '
S (d) . the _Original Ag:recmentjbecomc riyll and void.;_'
(& it $tiall ot challenge the Trademark;

| (i) o iféhéil éé{écllté fu'-i"thél; agtecméﬁts;' consents or, other documents which

may be necessary to carry out the spirit and intent of this. Agresment; and

(@) this Agreement shall be i full force and effect worldwide. .

(Wg) s

. [nlt,lals f‘romboth Igar'ﬁes:_ ) '
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6 N .No't',.icé. In tﬁg: gvent that a Party b_@‘cdﬁles. :'fc_tﬁfare_of any _inﬁ;i}igé;neﬁt- or ‘lﬁos_si‘ble,
" ‘infringement of the Trademark, such Party shall profptly notify the other Party in writing
regarding sich infringing activity. ‘ ' o : .

o = - FPOI/ 64753672
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11,  Miscellaneous.

11.1 Entire‘Ag_re_ement. This Agreement sets forth the entire agreement hetween the

Parties hereto, fully supersedes any and all prior agreements or understand‘ingsbet\veen the

Parties hereto pertaining to the subject matter hereof, and no change in, modification of or

addition, amendmerit or supplement to this Agreement shall be valid vnless set forth in writing
and signed and dated by the Parties hereto: :

112 112 Territofy'. This Agreement sha_ll be in full fc‘xrce and effect worldwide.

11.3 Noﬁc'é-._ All notices'_ tequited or permitted to be' made or giveti pt.i'rsu:ailt, to this
Agreement shall be in writing and shall be covsidered as properly given or made when
personally delivered, mailed or faxed to the respective addresses set forth below! '7 ,

 Ifto Certiprep: MSI Holdings LLC
o . Attention: Chairman
.. . 203 Norcross Avene _
7 e Metuehen, New Jersey 08840 -

Initials ﬁ'Ol]l:bOﬂl Parties: < é; WA

6/9°
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Ifto HORIBA: HORIBA Jobin Yvon; Ing.
' Steve Slutter
President
3880 Park Avenue o
Edison, New Jersey 08820 -

-

114  Waiver. No purported waiver by eithier Party hereto of any provision of fhis
Agreement ot of any breach thereof shall b deemed to be.a waivet of such provision or breach.

unless stch waiver is in wiiting signed by the Party making such watver, No such waivet shall be
deemed to be a subsequent waiver of such provision or a waiver of any subsequent breach of the
sarme ot by other provision hereof, nor shall either Party’s continued dealing with the other
following a breach of any provisions hereof by the othier be deemed a waiver of such or any other

bi‘cach: L

_ 115 ‘ Severability. Whenever 'p()_slsib],e eaQH broiiisiéli of t_li_is Agreement shall be
interpreted in such manner ag to be effective and valid under applicable law, but if aiy provision
of this Agreemiient shall be or become prohibited or invalid-under applicable law, such provisions

shall be ineffective fo the extent of such prohibition or invalidity without invalidating the
remainder of such provision or the remaining provisions of this Agréement.

11.6°  Jointly Prepared. This Agrcément.has been, prepared jointly and shall not be
strictly constriied agaiiist éither Patty, o

117  Applicable Law. The existence, validity, construction and cperational effect of
this Agreement, its covenants, agicements, representations, warranties, terms and conditions, and
rights and obligatioins hereunder of the Parties Hercto shall be detormined ih accordance with the
laws of the State of New Jersey; provided, however, that any provision of this Agreement
prohibited by law or otherwise held invalid shall be ineffective only fo the extent of such
prohibition or invalidity and shall not invalidate ot otherwise render ineffective any other
provision of this Agreément. - T

1.8 Tax. Any tax arising. from the activities conducted by cach of Certiprep and

HORIBA pursuant to this Agreement shall be borne and paid by the Party ugon whon such tax
is imposed by applicable law. : ‘

11.9 Compliance with Laws, In carrying out theit respective activities under this
Agreement, cdch Parly agrees to comply: with atl applicable laws. and reguldtions and each Party
 agress not o engage in anly unfair trade practices, -

11.10 As_éi’g_nment.‘ This Agreement shatl be binding upor, and inure to the benefit of,
the Parties and their SUCCESSOIS and: assigns, successors in interest, sSUCCEssOrs thiough meiger ot
coiporate restrueture; and suceessors through & sale of-all or substantially all of the assefs or

bugsiness. ‘The rights and obligations in this Agregment aré personal to each. of the respective

Parties and re not to be assigned:or otherwise transferred without the written consent of the

~ other Party; whichi shall ot be unreasonably withheld. Any attempted assignment or transfer
- without such corsént shall be void. - Upon exteriding the required consent, this Agreement will

Tnitials from both Patties: S
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inure to the benefit of and be binding upon the parties and their respective successots -and
permitted assigns acquiring all or substantially all of the business of such Party relating to this
Agpreement. The' terms, ahd conditions of this Agfeement are binding upon the permitied
stiecessors and assigns of both pattiés. o '

IN WITNESS WHEREOF; the Pértics ‘have. caused this Agreement executed by their duly
algt}1b1fized representatives as of the date first-above written.

' “Certi_pr‘ﬁia_” ' SRR S “I‘IORIB A”

HORIBA Jobin Yvon, Tne. ,

Signature: __ 721

2z

= L= — -

© Naine: Neil Stein . Name; Steve Slutter

Title: Chairman o Title; President

Tnitials from Both Partiss: 7 819 L
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EXHIBIT A

l-C0untr'y' " [ Tiademark -Ri;’gistfatigﬂ Numiber

"Unifed States | SPEX | 1312902

Kotea | SPEX 400363915

[Rofex | SPEX | |.40-0383884

Tawan | SPEX | 873320

Tapan | SPEX | 4717985

T [SPER T a4

Tadia | SPEX | 1423575

France | SPBX . |1639674
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